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Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371 of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AEPA) do not apply to the examination of this application as the application being examined 
was not (1) filed on or after November 29, 2000, or (2) voluntarily published under 35 U.S.C. 
122. Therefore, this application is examined under 35 U.S.C. 102(e) prior to the amendment by 
the AIPA (pre-AIPA 35 U.S.C. 102(e)). 

Claim 1-4 rejected under 35 U.S.C. 102(e) as being anticipated by Shirley, US patent 
5,692,206, filed Nov. 30,1994. 

1. Claim 1, 

Claim 1 "defining a requirements file for said request for proposal including a performance 
specification and a prescriptive specification by selecting product descriptors from an owner 
database". 

Shirley discloses in Fig. 1 A that the menus and toolbox functions of Microsoft Word are 
modified to allow user selection of functions that are specific to the contract generation system. 
Note: The generated contract is contained specification and description of selecting products. 
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Claim 1 "combining said requirements file with owner information to produce said request for 
proposal by selecting prewritten text segments from said owner database"; 
Shirley shows in Fig. 6 that comprises a relatively simple sequence of eight general steps. It is 
contains owner information that is in the RFP. 

Claim 1 "electronically linking attachments to said requirements file; sending said request for 
proposal with said attachments as a first overlay to a design builder"; 
Shirley discloses in Fig. 1 A that comprises a Contract Authoring System (CAS) program, 
Microsoft.RTM. Windows 198 and Microsoft. RTM. Word for Windows. TM. The CAS 
program is executed initially to begin the contract generation system 100. The CAS program 
uses conventional Dynamic Data Exchange (DDE) as the standard protocol for allowing two 
computer programs to communicate and exchange data with one another.Note: the exchange data 
are an attachment/configurations/a page/, to/from computers. The attachment can be drawing, 
text, pricing, pictures or combination of these items, and also has a name (first phase, first 
overlay, first action and etc.). 

Claim 1 "opening and reading said first overlay with reference to a proposer database 
correlating to said owner database"; 

Shirley discloses in (Col. 14-15, lines 64-67, 1-3) the authoring control unit 502 then receives 
user inputs, and allows the user to move the cursor around within the displayed information, so 
that the user can find and read the desired information. The user can also utilize the legal advisor 
control unit 410 to navigate through the information available in the legal advisor 400. 
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Note: the database is customized by the user or owner in either case the format must correlate 
with the format of RFP and respond to proposal content. The content may have information 
regarding construction, computers, services or a vehicle. 

Claim 1 "preparing a responding proposal from said design builder by adding detailed product 
descriptors selected from said proposer database to said first overlay and producing a second 
overlay"; 

Shirley (Col. 2, lines 24-36) one aspect of the invention involves a contract authoring system 
implemented on a computer. The contract authoring system has a contract authoring unit 
responsive to requests from a user to manage the creation of a contract document. The authoring 
system also has a legal advisor coupled to the contract-authoring unit. The legal advisor has 
information for display to the user that sets forth explanations or definitions. An auxiliary 
document unit is coupled to the contract-authoring unit and is responsive to requests from the 
user to create documents associated with the contract document. The system also has provision 
libraries having at least a plurality of provisions defined for contract documents. 

Note: This may call first phase/overlay/chapter. The contract authoring unit will issue the new 

version/steps of the proposal in respect to responding proposal. 
Claim 1 "attaching proposer information and a cost statement to said second overlay"; 
The same rejection of claim 1 ( c) will apply to claim 1 rejection. 
Claim 1 "sending said second overlay from said design builder to said owner"; 
The same rejection of claim 1 ( e) will apply to claim 1 rejection. This overlay contains 
information (responding to proposal) from builder/customer/owner/user that is sending over the 
internet or private communication to builder/customer/owner/user. 



Application/Control Number: 09/835,48 1 Page 5 

Art Unit: 2672 

Claim 1 "producing an electronic comparison file by comparing said first overlay and said 
second overlay"; 

Shirley discloses in (Col. 2, lines 51-55) that the contract authoring system can also include a 
redline unit (comparing) responsive to a request by the user to compare first (first overlay) and 
second (second overlay) contract documents and indicate the variations between the first and 
second contract documents. Note: the process will continue on to third and next contract 

documents (third overlay). The information from first document will be in second 

document and the information from first and second documents will be in third document and so 
on. The last document is contained the most detailed information. 

Claim 1 "using a document-use global switch option in said steps of defining and preparing". 
Shirley shows in Fig. IB the email unit that means is connected to other computers in different 
location (globally). 

2. Claim 2, 

Claim 2 "choosing the document-use global switch option corresponding to a request for 
proposal in order to convert the grammar of product descriptors to the imperative language 
appropriate to a request for proposal"; 

Shirley discloses in (Col. 4, lines 8-14) that a person of skill in the art can refer to documentation 
describing the operation of Microsoft.RTM. Word, as well as descriptions of DDE and the DLL, 
to implement the concepts of the invention see Fig. 1 1 A. Note: the Microsoft Word has options 
of spelling/grammar/set languages under tools. 
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Claim 2 "selecting at least one first product element from a first set of product elements on said 
owner database"; 

Shirley shows in Fig. 3 and (Col. 8-9 lines 64-67, 1-8) to select supplemental provisions from the 
supplemental provision sets 324, 334, 354, 364, 384, and 394, in the provision libraries 300, the 
user moves the cursor to a provision in the general provisions document 206 for which a 
supplemental provision is desired and selects a function of supplemental provisions. The 
contract-authoring unit 500 then provides supplemental provisions related to the current 
provision from one or more of the supplemental provision sets 324, 334, 354, 364, 384, and 394. 
The user then selects one of the supplemental provisions, and the contract authoring unit 500 
places the selected supplemental provision in the general provisions document 206 below the 
current provision. 

Claim 2 (c ) "selecting from said owner database at least one performance value for said at least 
one first product element"; j 
The same rejection of claim 2 will apply to claim 2 rejection, because the selection of one or 
more product element must accomplished from a database that user/owner/builder/customer has 
an access to it. 

Claim 2 "customizing said at least one product element and said at least one performance value 
by adding and subtracting text"; 

Shirley discloses in Abstract that the contract generation system provides various standard 
documents that can be customized for each deal. Note: customizing means: 
changing/adding/subtracting text or drawing. 
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Claim2 "storing a first representative for said customized at least one product element and said 
customized at least one performance value in electronic form". 

The same rejection of claim 2 will apply to claim 2 rejection, because the customization is done 
on a PC (s) or a database, these are considered as electronic forms. 

3. Claim 3, 

Claim 3 "receiving said first overlay; constructing said second overlay using first overlay"; 
Shirley (Col. 2, lines 24-36) one aspect of the invention involves a contract authoring system 
implemented on a computer. The contract authoring system has a contract-authoring unit 
responsive to requests from a user to manage the creation of a contract document. The authoring 
system also has a legal advisor coupled to the contract-authoring unit. The legal advisor has 
information for display to the user that sets forth explanations or definitions. An auxiliary 
document unit is coupled to the contract- authoring unit and is responsive to requests from the 
user to create documents associated with the contract document. The system also has provision 
libraries having at least a plurality of provisions defined for contract documents. 

Note: This may call first phase/overlay/chapter. The contract-authoring unit will issue the new 

version/steps of the proposal in respect to responding proposal. 

Claim 3 "choosing the document-use global switch option corresponding to a proposal in order 
to convert the grammar of product descriptors to the promissory language appropriate to a 
proposal". 

Shirley (Col. 2, lines 24-36) one aspect of the invention involves a contract authoring system 
implemented on a computer. The contract authoring system has a contract authoring unit 
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responsive to requests from a user to manage the creation of a contract document. The authoring 
system also has a legal advisor coupled to the contract-authoring unit. The legal advisor has 
information for display to the user that sets forth explanations or definitions. An auxiliary 
document unit is coupled to the contract-authoring unit and is responsive to requests from the 
user to create documents associated with the contract document. The system also has provision 
libraries having at least a plurality of provisions defined for contract documents. 

Note: This may call first phase/overlay/chapter. The contract authoring unit will issue the new 

version/steps of the proposal in respect to responding proposal. 

4. Claim 4, 

Claim 4 "choosing the document-use global switch option corresponding to instructions for a 
sub-contractor in order to convert the grammar of product descriptors to the imperative language 
appropriate to instructions for subcontractors**; 

Shirley (Col. 2, lines 24-36) one aspect of the invention involves a contract authoring system 
implemented on a computer. The contract authoring system has a contract authoring unit 
responsive to requests from a user to manage the creation of a contract document. The authoring 
system also has a legal advisor coupled to the contract-authoring unit. The legal advisor has 
information for display to the user that sets forth explanations or definitions. An auxiliary 
document unit is coupled to the contract-authoring unit and is responsive to requests from the 
user to create documents associated with the contract document. The system also has provision 
libraries having at least a plurality of provisions defined for contract documents. 
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Note: This may call first phase/overlay/chapter. The contract-authoring unit will issue the new 
version/steps of the proposal in respect to responding proposal. 

Claim 4 "sending said second overlay to a third device of a supplier of materials for said 
product"; 

Shirley (Col. 2, lines 24-36) one aspect of the invention involves a contract authoring system 
implemented on a computer. The contract authoring system has a contract-authoring unit 
responsive to requests from a user to manage the creation of a contract document. The authoring 
system also has a legal advisor coupled to the contract-authoring unit. The legal advisor has 
information for display to the user that sets forth explanations or definitions. An auxiliary 
document unit is coupled to the contract-authoring unit and is responsive to requests from the 
user to create documents associated with the contract document. The system also has provision 
libraries having at least a plurality of provisions defined for contract documents. 
Note: This may call first phase/overlay/chapter. The contract-authoring unit will issue the new 
version/steps of the proposal in respect to responding proposal. 

Claim 4 "Selecting at said third device a third set of data from a supplier database correlating to 
said proposer database"; 

Shirley discloses in (Col. 2, lines 51-55) that the contract authoring system can also include a 
redline unit (comparing) responsive to a request by the user to compare first (first overlay) and 
second (second overlay) contract documents and indicate the variations between the first and 
second contract documents. Note: the process will continue on to third and next contract 
documents (third overlay). The information from first document will be in second 
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document and the information from first and second documents will be in third document and so 
on. The last document is contained the most detailed information. 

Claim 1 "using a document-use global switch option in said steps of defining and preparing". 
Shirley shows in Fig. IB the email unit that means is connected to other computers in different 
location (globally). 

Claim 4 "constructing a third overlay by adding detailed product descriptors from said supplier 
database". 

Shirley discloses in (Col. 2, lines 51-55) that the contract authoring system can also include a 
redline unit (comparing) responsive to a request by the user to compare first (first overlay) and 
second (second overlay) contract documents and indicate the variations between the first and 
second contract documents. Note: the process will continue on to third and next contract 

documents (third overlay). The information from first document will be in second 

document and the information from first and second documents will be in third document and so 
on. The last document is contained the most detailed information. 

Claim 1 "using a document-use global switch option in said steps of defining and preparing". 
Shirley shows in Fig. IB the email unit that means is connected to other computers in different 
location (globally). 

Claim 4 "choosing the document-use global switch option corresponding to a proposal in order 
to convert the grammar of product descriptors to the promissory language appropriate to a 
proposal to the design-builder"; 

Shirley (Col. 2, lines 24-36) one aspect of the invention involves a contract authoring system 
implemented on a computer. The contract authoring system has a contract-authoring unit 
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responsive to requests from a user to manage the creation of a contract document. The authoring 
system also has a legal advisor coupled to the contract-authoring unit. The legal advisor has 
information for display to the user that sets forth explanations or definitions. An auxiliary 
document unit is coupled to the contract-authoring unit and is responsive to requests from the 
user to create documents associated with the contract document. The system also has provision 
libraries having at least a plurality of provisions defined for contract documents. 
Note: This may call first phase/overlay/chapter. The contract-authoring unit will issue the new 
version/steps of the proposal in respect to responding proposal. 
Claim 4 "sending said third overlay to said second device", 

Shirley discloses in Fig. 1 A that comprises a Contract Authoring System (CAS) program, 
Microsoft.RTM. Windows 198 and Microsoft.RTM. Word for Windows. TM.. The CAS 
program is executed initially to begin the contract generation system 100. The CAS program 
uses conventional Dynamic Data Exchange (DDE) as the standard protocol for allowing two 
computer programs to communicate and exchange data with one another. Note: the exchange 
data is/are (an) attachment/configurations/a page/, to/from computers. The attachment can be 
drawing, text, pricing, pictures or combination of these items, and also has a name (first phase, 
first overlay, first action and etc.). 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Javid A Amini whose telephone number is 703-605-4248. The 
examiner can normally be reached on 8-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Razavi can be reached on 703-305-4713. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-746-8705 for regular 
communications and 703-746-8705 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-306-0377. 



August 27, 2002 



Javid Amini 




MICHAEL RAZAVI 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 



